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Overview

The cosmetic and beauty industry is one of the oldest industries in the country, 
with some of today’s brands being over one hundred years old.1 Within this indus-
try, for many decades innovation was clustered in one of three areas: 

(1) formulations, such as for fragrances and haircare products; 

(2) mechanical devices, such as compacts and brushes; and 

(3) product designs, such as perfume bottles. 

This article was originally published in PLI Current: The Journal of PLI Press, 
Vol . 3, No. 4 (Winter 2019), www.pli.edu/PLICurrent.
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More recently, the combination of the purchasing power of Millennials and 
Gen X-ers and the computing power of smartphones has created both a demand 
and an opportunity for the cosmetic and beauty industry to embrace digital tech-
nologies wholeheartedly and to take a new direction. The innovators that have 
responded to these market forces are part of the fastest-growing sector within this 
industry, which has appropriately become known as “beauty tech.”

As within many industries, a number of well-established companies that have 
entered the beauty tech space have sought to obtain strong positions not only 
by innovating in-house, but also by acquiring startups and smaller players, or at 
least acquiring their intellectual property. For example, in 2018, L’Oréal acquired 
ModiFace, which had developed a popular augmented reality technology for 
beauty brands, and Shiseido acquired Olivo Laboratories, a startup that had spe-
cialized in artificial skin technology.2 Additionally, many more companies have 
been formed or have changed directions in order to bring beauty tech innova-
tions to market. However, developing or acquiring technology is only half of 
the challenge when trying to establish or to increase market share. Beauty tech 
companies must also learn how to navigate both the changing patent landscape 
that their competitors have been creating and the changing and too often poorly 
delineated legal regime that Congress, the courts, and the United States Patent 
and Trademark Office (USPTO) have been defining. 

The Patent Landscape of Beauty Tech

Beauty tech is an umbrella name for the technological endeavors that are cre-
ated in or being applied to the cosmetic and beauty industry and that rely on or 
are used in complement with computing or other digital technologies. Under this 
umbrella, one sees four types of innovations: 

•	 smart devices, 

•	 customization technologies, 

•	 augmented reality, and 

•	 data mining and analytics, including, but not limited to, for use in con-
nection with artificial intelligence applications.
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Smart Devices

First, there are the smart devices. In this area, innovators have been adapting 
traditional devices to be able to leverage the power of information technologies, 
thereby creating a generation of beauty tech smart devices and devices that inter-
face with computing devices such as smartphones. An example of this type of 
innovation is in the area of smart hairbrushes. A smart hairbrush contains sensors 
that can be used to detect various attributes of a user’s hair, scalp, or brushing 
technique. Two first-generation smart brushes are described in a pair of patents 
owned by Elhwa LLC3 and in a patent application that was pending as of the date 
of this writing and that is currently in the name of Nokia Technologies.4 

More recently, L’Oréal filed for patent protection for a second-generation sys-
tem that includes a hairbrush with sensors that can communicate remotely with a 
computing device and provide feedback to a user based on information collected 
when using the hairbrush.5 The patent application itself explicitly states that when 
considering the Nokia invention, 

there is a need for a connected hairbrush that provides improved hair health 
and brushing gesture indicators, user live feedback, a learning protocol, per-
sonalized hair care recommendations, bristles/teeth/cushion designed to 
output sound carrying valuable information at any wavelength of interest 
and an improved method of evaluating the state of the user’s hair surface 
with a brush/comb.6 

This explicit acknowledging of and distinguishing from the prior art within the 
L’Oréal application is more than gratuitous. In 2017, L’Oréal teamed up with 
Nokia to release the Kérastase Hair Coach.7

Technologies such as those of Elhwa, Nokia, and L’Oréal have set the baseline 
for smart hairbrushes. As in all industries, next generation innovators will likely try 
to develop improvements upon these technologies and other beauty tech smart 
devices. Whether their inventions will receive patent protection will, as will all 
inventions, depend in large part on whether they are both novel and non-obvious.8 

Customization Technologies

The second type of innovation under the beauty tech umbrella is directed to 
customization technologies. These are the technologies that enable companies to 
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produce customized products in response to customers’ requests. Cosmetic and 
beauty companies have long retained consultants that would recommend the best 
of their existing products for individual consumers. Now, beauty tech is focusing 
on how to automate the recommendation, as well as the production and delivery, 
and how to do so in real time in response to requests from consumers for products 
that are customized for or by them. Entities that have recently received patents 
to technologies that address these issues include Cosmetic Technologies LLC9 
and SureTint Technologies.10 These technologies are not limited to—but they 
may readily be used in combination with—artificial intelligence and augmented 
reality innovations.

Augmented Reality Technologies

Third, there are the augmented reality technologies. Recent patents in this area 
have been issued to ModiFace11 and Eli Vision Co.12 These technologies show in a 
digital environment what users would look like while wearing specific cosmetic or 
beauty looks. For example, a user can upload a photo or record a video of herself, 
and on her smartphone or in a smart mirror, she can see in an augmented reality 
environment what she would look like with a makeover. Thus, she will be able to 
see how a new product or hairstyle would look on her without actually trying on 
a product or cutting or newly styling her hair. The positions staked out in these 
patents and in other augmented reality patents often focus on how to implement 
augmented reality technology, for example, how to overlay images or analyze 
pixels and boundaries and/or how to combine hardware with specific software.

Data Mining and Analytics

Fourth, there are the innovations that are built upon data mining and analytics, 
some of which dovetail into artificial intelligence applications. One innovator in 
this space is MatchCo, which owns a pending patent application for an inven-
tion that is directed to producing customized cosmetic formulations.13 Another 
innovator is IBM, which owns a pending patent application for an invention 
directed to a personalized recommendation system that uses hyperspectral imag-
ing.14 Often, the patent claims of these and similar applications, at least initially, 
recite broad method steps that focus on obtaining, analyzing, manipulating, and 
outputting data. 

Of the four types of beauty tech innovations, those within this fourth group 
are often the ones that are the least tied to hardware or are tied only to a gener-
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al-purpose computer. As is discussed in the next section, these types of innova-
tions often face heightened resistance at the USPTO and are susceptible to valid-
ity challenges in court under one of the least clear areas of patent law: the abstract 
idea exception to patentable subject matter.

Beauty and the Patent Beast: Navigating the Evolving 
Abstract-Idea Exception to Patentable Subject Matter

The Birth of the Modern Era of the Abstract-Idea Exception

Historically, when patent practitioners would speak about the standards 
of patentability, they would perfunctorily recite the requirements of novelty, 
non-obviousness, and utility.15 They would be forgiven for omitting the fact that 
inventions would also need to be directed to patentable subject matter because 
that requirement was long thought to be a negligible hurdle for almost all inven-
tions, and one that with proper claim drafting would rarely create an issue. How-
ever, with the increasing power of computer technology and the proliferation of 
inventions that touch upon this technology, the fourth prerequisite to obtain-
ing patent protection—being directed to patentable subject matter—has become 
increasingly center-stage in the life of many inventors and the practitioners who 
counsel them, including in beauty tech.

In order to appreciate the challenges associated with obtaining patent pro-
tection for these types of inventions in 2019, one needs to look back almost five 
decades. In 1972, in Gottschalk v. Benson,16 the Supreme Court was called upon 
to determine whether a method for converting binary-coded decimal numerals 
into pure binary numerals via a general-purpose digital computer was directed to 
patentable subject matter. Holding that it was not directed to patentable subject 
matter, the Court stated: “Phenomena of nature, though just discovered, mental 
processes, and abstract intellectual concepts are not patentable, as they are the 
basic tools of scientific and technological work.”17 The Court’s rationale was that 
the claim at issue was unpatentable because it was abstract and sweeping, and 
that it would cover both known and unknown uses of a conversion method.18 
The Court was careful to state that its holding did not preclude a patent for any 
and all programs for a digital computer, and thus, it left the door open for pat-
ent protection for computer programs.19 Unfortunately, the Court provided no 



PLI Current: the JournaL of PLI Press Vol. 3, no. 1 (Winter 2019)

156

indication of when computer programs would be directed to patentable subject 
matter. Nevertheless, Benson is known for its giving rise to the abstract-idea excep-
tion to patentable subject matter in the Information Age.

Six years after Benson, the Supreme Court revisited the abstract-idea exception 
in the context of Parker v. Flook.20 In that case, the invention at issue was a method 
for updating alarm limits in a catalytic conversion process.21 The method provided 
a new—and what the Court described as presumably a better—way of calculating 
alarm limit values.22 Benson had already established that mathematical algorithms 
alone were not patentable subject matter because they were abstract ideas. In 
Parker, the claims added the features that the invention applied an algorithm to 
a specific environment (the petrochemical and oil refining industries—thus the 
patent claims at issue did not preempt all uses of the formula) and had a specific 
post-solution step of adjusting and alarm limit.23 However, the Court held that 
these two claim features did not take the case out of Benson.24

The third case in the first generation of Supreme Court cases in the modern 
era to address the abstract idea exception to patentability was Diamond v. Diehr,25 
which the Supreme Court decided in 1981. That case has the honor of being 
the only abstract-idea challenge in the modern era in which the Supreme Court 
deemed the subject matter patent eligible. The invention at issue was a process 
for molding raw, uncured, synthetic rubber into cured precision products.26 Here, 
the Court emphasized that because the claimed process involved the transforma-
tion of raw rubber into cured rubber and the claims themselves provided a step-
by-step method, beginning with loading a mold with rubber and ending with 
opening the mold, the invention was the type of industrial process that could be 
patented.27 The process did employ both a mathematical equation and a digital 
computer, which were indicia of the applicability of the abstract-idea exception; 
however, the Court distinguished the claims at issue from the claims in the earlier 
cases, noting that the inclusion of these features did not render the claims princi-
ples in the abstract.28 Thus, Diehr, which was the last word of the Supreme Court 
on the abstract-idea exception for a generation, set a standard that: “It is now 
commonplace that an application of a law of nature or mathematical formula to a 
known structure or process may well be deserving of patent protection.”29

Diehr, in addition to setting the stage for a generation of patents in which the 
abstract-idea exception to patentable became a de minimis hurdle, is notewor-
thy because it blessed quoting a phrase from the legislative history of the Patent 
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Act of 1952: “Congress intended statutory subject matter to ‘include anything 
under the sun that is made by man.’”30 During the 1970s and 1980s, innovation 
in the cosmetic and beauty industry looked like it had done just that for many 
generations prior to the dawn of the Information Age, focusing on formulations, 
devices, and industrial designs; consequently, Benson, Flook, and Diehr did not 
have significant immediate impact.

Early Beauty Tech Patent Holders in the Heyday of Business Method 
Patents

The year after Diehr, Congress passed the Federal Courts Improvement Act of 
1982,31 which created the U.S. Court of Appeals for the Federal Circuit (CAFC). 
The CAFC has within its purview all appeals from the USPTO and all appeals 
from district courts for cases that arise under patent law or are part of a case in 
which a party has asserted a compulsory counterclaim arising under patent law.32

Since the birth of the CAFC, the world has moved from analog to digital, 
and computing technologies have rapidly become pervasive in most aspects of 
people’s lives. As these technologies grew and their reach spread, innovations 
that touched upon, were rooted in, or were complementary to computing tech-
nologies increasingly became the subject of applications for patent rights at the 
USPTO, and a subset of these applications became the subject of court disputes.

During the 1980s and early 1990s, the USPTO had little guidance for how to 
apply the abstract-idea exception in the Information Age other than the general 
statement that this exception existed and that post-solution limitations would not 
transform an invention into patentable eligible subject matter. Further, the CAFC 
and the USPTO honored the Supreme Court’s embrace of the sentiment that 
“anything under the sun made by man” was patentable, which led to a minimiza-
tion of the application of the abstract-idea exception to patentability to invalidate 
patent claims or to prevent them from issuing. 

Among the innovations for which inventors sought protection were methods in 
which they were conducting activities that were only tangentially, if at all, related 
to computers or other traditional technologies. The patents that would issue from 
these inventions became known as business method patents. There is no statutory 
definition of a “business method” patent. (Only many years later is there any issue 
created by statute for business method patents. The current legal significance 
of being deemed a “business method patent” arises under the definition in the 
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Leahy-Smith America Invents Act33 definition of “covered business methods,” 
which are inventions that are “used in the practice, administration, or manage-
ment of a financial product or services, except that the term does not include 
patents for technological inventions.”34 Claims of patents for covered business 
methods are susceptible to being challenged in a special post-grant review pro-
ceeding, provided that the proceeding is commenced by September 15, 2020.35) 

While the USPTO allowed business method patents, the CAFC struggled to 
formulate a test for patent eligibility with respect to patentable subject matter. 
First, in In re Alappat,36 the CAFC explicitly echoed the breadth of the senti-
ment “anything under the sun that is made by man [is patentable]” and stated 
that it “is improper to read into [35 U.S.C.] § 101 limitations as to the subject 
matter that may be patented where the legislative history does not indicate that 
Congress clearly intended such limitations.”37 In doing so, it referred generally to 
the abstract-idea exception to patentable subject matter, and cited Diehr, Flook, 
and Benson for a narrow principle that “certain mathematical subject matter is not, 
standing alone, entitled to patent protection.” It then explained that, 

at the core of the Court’s analysis in each of these cases, lies an attempt by 
the Court to explain a rather straightforward concept, namely, that certain 
subject matter standing alone, represent nothing more than abstract ideas 
until reduced to some type practical application and thus that subject matter 
is not, in and of itself, entitled to patent protection.38 

The invention at issue was directed to a means for creating a smooth waveform 
display in a digital oscilloscope.39 The elements of the claims represented circuitry  
that performed mathematical calculations that are essentially true of all circuits.40 
However, the claimed invention as a whole was directed to the combination of 
interrelated elements that together form a machine for converting discrete wave-
form data sample into anti-aliased pixel illumination intensity data to be displayed 
on a display means.41 Consequently, the CAFC held that the invention was not a 
disembodied mathematical concept that could be characterized as an abstract idea 
and instead was directed to “a specific machine to produce a useful, concrete, and 
tangible result.”42 The CAFC did not cite to any authority for the language “use-
ful, concrete, and tangible result.” However, in subsequent case law, this language 
would become significant. 
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Additionally, Alappat is significant because it implied that the abstract-idea 
exception to patentable subject matter was in large part an exception that would 
only preclude patenting of mathematical formulas. Thus, it conveyed the CAFC’s 
position that the abstract-idea exception had very narrow applications.

Although Alappat was decided in 1994, it stemmed from a patent application 
that was filed on January 29, 1988.43 If one looks at innovations in the cosmetic 
and beauty industry from the same time period, one sees the precursors to today’s 
beauty tech. Consider the following examples:

•	 In 1990, Revlon Consumer Products Corp. filed for, and subsequently 
in 1992 received, patent protection for an invention directed to an appa-
ratus for formulating a custom mixed cosmetic product at a point of sale 
by combining certain mixtures and dispensing means with input and 
computing means.44 

•	 In 1993, Elizabeth Arden Co. filed for, and subsequently in 1997 received, 
patent protection for a method for customizing a facial foundation at a 
point of sale involving reading a customer’s skin coloration, transmitting 
the reading to a programmable means for selecting an optimal facial foun-
dation formula, transferring the formula to a formulation machine, and 
dosing the formulation.45 

Four years later, in State Street Bank & Trust Co. v. Signature Financial Group, 
Inc.,46 the CAFC was called upon to determine whether methods of doing busi-
ness (that is, inventions claimed in business method patents) were patentable. 
At issue was a computerized accounting system that was used to manage mutual 
funds.47 Drawing upon the language “useful, concrete, and tangible result” from 
In re Alappat, the CAFC held that the invention was patentable because data was 
transformed by a machine through a series of mathematical calculations that were 
momentarily fixed for recording and reporting.48 Thus, the CAFC deemed the 
system at issue to be a practical application that was directed to patentable subject 
matter; evidence of its practicality was its use by regulatory authorities and in sub-
sequent trades.49 The CAFC also took head-on the challenge of whether business 
methods could be patented, and answered in the affirmative, though it did not 
define what is meant by a “business method.”50

The next year, in AT&T Corp. v. Excel Communications, Inc.,51 the CAFC took 
up an invention arising out of the telecommunications industry and addressed 
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whether it was directed to patentable subject matter. The invention was for a 
method of creating a message record for long-distance telephone calls that was 
enhanced by adding a primary interexchange carrier (PIC) indicator. By add-
ing the PIC indicator, one could introduce differential billing based on whether 
subscribers called persons who had the same or different long-distance carri-
ers.52 After perfunctorily reciting the exceptions to patentable subject matter as 
being laws of nature, natural phenomena, and abstract ideas, the CAFC analyzed 
whether the patent claim was within the mathematical algorithm exception, treat-
ing that exception, at least for the purpose of its analysis, to be equivalent to the 
abstract-idea exception.

Here, the CAFC held that a mathematical formula may be an integral part of 
patentable subject matter such as a machine or process if the claimed invention as 
a whole is applied in a useful manner.53 Thus, the CAFC extended In re Alappat 
and State Street—both of which claimed machines—to method claims and held 
the claims to be directed to patentable subject matter.54

Collectively, In re Alappat, State Street, and AT&T marked the widest breadth 
of patentable subject matter, and circa the turn of the century, across diverse indus-
tries including in beauty tech, innovators aggressively pursued patent protection. 

•	 In 1998, Wella AG filed for, and subsequently in 2002 received, patent 
protection for its invention directed to computer devices for cosmetically 
treating hair.55 

•	 In 1999, FD Management, Inc. filed for, and subsequently in 2002 
received, patent protection for its invention directed to methods of select-
ing a facial color cosmetic scheme.56 

•	 In 1999, Elizabeth Arden Co. filed for, and subsequently in 2003 
received, patent protection for its invention directed to the customization 
of cosmetic products.57 

•	 In 2000, IMX Labs, Inc. filed for, and subsequently in 2003 received, 
patent protection for its invention directed to an interactive nail polish 
color and effects-dispensing system.58 

At the same time that these beauty tech patents were being pursued, and in the 
wake of State Street’s affirmative proclamation that business methods were pat-
entable, across diverse industries inventors pursued patent protection for broad 
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methods that could be used on the increasingly present Internet. Bound by State 
Street and often unable to find invalidating art, the USPTO issued a large number 
of patents that were only loosely, if at all, tied to technology. 

The filing of many of these patents took place in the heyday of the tech bubble 
that some also referred to as the dot-com boom or the Internet bubble. But the 
recession of the early 2000s had an interesting impact on the patents that issued 
prior to the bursting of this bubble, as well as on the ones that were pending at 
the time of bursting. They led to a large number of intellectual property assets 
that were held by defunct or cash-starved entities.

Because patents are assets that are freely transferable, a number of non-practicing 
entities (NPEs), which were often formed by attorneys, began to amass portfolios 
of these patents. The NPEs did not offer any goods and often did not offer any 
services other than licensing patents. In order to convince accused infringers to 
take licenses, the NPEs would threaten litigation and price a license well below 
the cost of defending the litigation. This practice caused the entities to be referred 
to as “patent trolls.”59 

The Abstract-Idea Exception Strikes Back

Between the rise of the patent trolls and the increasing number of patents 
arising out of the financial industry, which was blamed, at least in part, for the 
recession of 2008 (though not in any part due to its patent activity), there was 
a large sentiment that the USPTO was issuing too many patents, and a number 
of these patents were a burden to the economic growth of legitimate businesses. 
During this timeframe, a patent application for an invention that claimed priority 
back to 1996 made its way out of ex parte examination to become the subject of a 
Board of Patent Appeals and Interferences (BPAI) decision in 2006 that affirmed 
a rejection of the claims at issue as being directed to unpatentable subject mat-
ter,60 a decision in 2008 by the CAFC affirming the BPAI,61 and a decision by the 
Supreme Court in 2010, Bilski v. Kappos, affirming but criticizing the CAFC.62

During the journey of this patent application, the CAFC recognized a lack of 
a coherent framework in which to analyze challenges to patentable subject mat-
ter under the abstract-idea exception. While doing so, it abolished the “useful, 
concrete, and tangible result” test associated with In re Alappat, State Street, and 
AT&T, and citing back to Benson, Diehr, and Flook, adopted what became known 
as the “machine-or-transformation test,”63 which held that a process claim is 
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patent-eligible if: “(1) it is tied to a particular machine or apparatus, or (2) it trans-
forms a particular article into a different state or thing.”64 At issue was whether 
an invention directed to how buyers and sellers of commodities in energy markets 
could protect or hedge against the risk of price changes was patent eligible.65

Subsequently, the Supreme Court held that although the machine-or-transfor-
mation test was a useful clue for determining whether an invention is directed to 
a patent-eligible process, it should not be the sole test.66 In a nod to the chang-
ing times, the Court noted that the machine-or-transformation test might have 
been sufficient during the Industrial Age, but emphasized, “there are reasons to 
doubt whether the test should be the sole criterion for determining patentabil-
ity of inventions in the Information Age.”67 However, the Court refrained from 
articulating a test under which one could determine whether an invention were 
patent eligible, instead suggesting that the CAFC was free to develop “limiting 
criteria that further the purposes of the Patent Act and are not inconsistent with 
its text.”68

Four years later, the Supreme Court revisited the issues of patent eligibility in 
Alice Corp. v. CLS Bank, which was another case out of the financial services indus-
try.69 Here, the invention was directed to mitigating settlement risk in financial 
transactions by using a computer system as a third-party intermediary.70 Drawing 
on its own 2012 precedent of Mayo v. Prometheus,71 which involved a challenge 
to patent eligibility as a law of nature, the Court proclaimed that all challenges 
should be analyzed under the following two part framework: 

(1) Ask whether the claims at issue are directed to a patent-ineligible con-
cept—that is, a product of nature, natural phenomenon, or abstract 
idea; and 

(2) If the answer to the first part is yes, then ask if there is something else—
that is, an inventive concept—in the claim that transforms the claim into 
something more.72

Because the claimed invention was drawn to the concept of intermediate settle-
ment, which was a fundamental economic practice, the Court held that it was 
directed to patent-ineligible subject matter.73 With respect to the second prong, 
the Court noted that the use of a generic computer or the application of an 
abstract idea to a particular technological environment would not transform the 
ineligible subject matter into eligible subject matter.74
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Alice is the most recent Supreme Court pronouncement on the issue of how to 
apply the abstract-idea exception to patentability, and although it does try to orga-
nize analyses into a uniform framework, and telegraphs a clear expansion of the 
abstract-idea exception relative to that of In re Alappat, State Street, and AT&T, 
it leaves open many questions. For example, it provides no meaningful guidance 
for determining the difference between being directed to a patent-ineligible con-
cept and merely touching upon it. Additionally, and perhaps more problematic, 
is that Alice does not provide meaningful guidance into what it means to have 
sufficient additional elements or an inventive concept that transforms the nature 
of a claim into a patent-eligible application.

The expansion of the patent ineligibility that Alice established is being felt 
by innovators in the beauty tech industry. By way of example, consider the two 
following cases:

•	 In Ex Parte Berg,75 the Procter & Gamble Co. filed for patent protection 
for an invention directed to measuring the response of a person to visual 
stimuli. Using this invention, a person can try on a cosmetic product (or 
engage in other activity such as shaving or oral hygiene), and researchers 
can study where the person’s eyes move as she tries on the product. The 
Patent Trial and Appeal Board held that under Alice, the claimed method 
was directed to an abstract idea because it recited steps of stimulus gen-
eration, and that nothing in the claims transformed the invention into 
something more because all of the recited steps could not be differenti-
ated from an ordinary mental process.

•	 During ex parte prosecution of a patent application entitled “Personalized 
Expert Cosmetics Recommendation System Using Hyperspectral 
Imaging,”76 IBM originally sought coverage for a method for providing 
a customized cosmetic recommendation that recited: capturing an image 
of a face; providing a set of hyperspectral images; analyzing the hyper-
spectral images; and recommending cosmetics based on components of 
the image and expert judgement. The patent examiner rejected the patent 
claims based on the abstract-idea exception to patentable subject matter. 
In response, IBM added features, including the use of a hyperspectral 
imaging camera, the use of a plurality of different filters, the feature of 
defining the set of hyperspectral images as being of different wavelengths 
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and with a limit on the width of the wavelength, and a feature of defining 
a database as a source of recommendations. Subsequently, the examiner 
withdrew the rejection.

The USPTO’s Latest Word

On January 7, 2019, the USPTO released “2019 Revised Patent Subject 
Matter Eligibility Guidance” in order to provide a clearer analytic framework 
under which examiners should analyze issues of patent eligibility.77 Within this 
most recent publication, the USPTO: (1) provided groupings of subject mat-
ter that is considered to be an abstract idea (mathematical concepts, methods of 
organizing human activity, and human processes); and (2) clarified that a claim 
is not directed to a judicial exception to patent-eligible subject matter if the judi-
cial exception is integrated into a practical application of the exception.78 These 
guidelines do not have the force of law; however, one cannot help but see that 
they imply a narrower application of the abstract-idea exception to patentability 
than implied by Alice. Although the USPTO cannot overrule legal standards pro-
nounced by the Supreme Court or the CAFC, in the absence of congressional 
guidance, it can—particularly when the courts provide only general frameworks 
for considering issues of patent eligibility—provide, as it has done, detailed rules 
that narrowly define when the exception should come into play. Consequently, in 
view of these most recently announced rules, one would again expect the USPTO 
to issue patents that a few years ago might have met with resistance due to the 
abstract-idea exception to patentable subject matter. 

Conclusion

Five years after Alice, beauty tech innovators as well as innovators in other 
industries are left with an understanding that the courts believe that there should 
be a reining in of patent protection for inventions that involve algorithms, contain 
mathematical formulae, or are to be implemented on general-purpose computers 
because they fall within the category of patent-ineligible subject matter. However, 
because the most recent rules of the USPTO signal that its perspective is differ-
ent from the courts’, one can expect both an increase in the number of patents 
that accused infringers will believe are improperly granted and an increase in the 
frequency in which a defense of patent ineligibility is raised in court. Thus, the 
tension between the USPTO and courts with respect to what is patent-eligible 
cannot be expected to end any time soon. Underscoring the magnitude of the 
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problem of not having a clear definition of the boundary of what is patentable 
subject matter, the director of the USPTO, Andre Iancu, recently stated, “[T]he 
issue needing most attention is, what precisely is the meaning of the ‘abstract idea’ 
exception?”79 

Despite the uncertainty in the boundaries of the abstract-idea exception to 
patentability, one must be mindful that the global cosmetic industry is more than 
a half-trillion-dollar industry that is expected to be worth over $800 billion by 
2023,80 and beauty tech’s share of this market will only increase over time. Con-
sequently, innovators of both the world’s most renowned beauty tech companies 
and start-up and growing companies should continue to pursue patent protec-
tion, but keep abreast of and be ready for the shifting patent landscape and laws 
that govern it.
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Intellectual Property Practice Group. Some of the material in this 
article is based on his PLI One-Hour Briefing Beyond the Brand: 
Current Patent Issues in the Cosmetics Industry. 
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